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DETAILED ACTION 

1 . Claims 1-8 are pending in this Office action. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 4 - 8 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 recites the limitation "A system that facilitates generating lists" in claim. 
There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1 and 4 - 8 are rejected under 35 U.S.C. 101 because the claimed 

invention is directed to non-statutory subject matter. 

MPEP 2106 IV.B.2.(b) 

A claim that requires one or more acts to be performed defines a process. However, not 
all processes are statutory under 35 U.S.C. 101. Schrader, 22 F.3d at 296, 30 USPQ2d at 1460. 
To be statutory, a claimed computer-related process must either: (A) result in a physical 
transformation outside the computer for which a practical application in the technological arts is 
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either disclosed in the specification or would have been known to a skilled artisan, or (B) be 
limited to a practical application within the technological arts. 

Claims 1 and 4 - 8, in view of the above-cited MPEP sections, are not statutory 
because they merely recite a number of computing steps without producing any tangible 
result and/or being limited to a practical application within the technological arts. The 
use of a computer has not been indicated. 

Theses claim do not indicate use of hardware on which the software runs to 
perform the steps recited in the body of the claim. Software or program can be stored 
on a medium and/or executed by a computer. In other words the software must be 
computer-readable. The use of a computer is not evident in the claim. MPEP 
21 06. IV. B. 1(a) refers to "computer-readable" medium with computer program encoded 
on it." 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
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Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1 - 8 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent Number 6,526,41 1 issued to Sean Ward. 

With respect to claim 1 , Ward teaches a system that facilitates generating lists, 
the system (column 1, line 67 - column 2, line 3) comprising: 

a user data store that stores user items (column 2, lines 6-11); 

an identifying system that associates descriptive metadata with user items 
(column 2, lines 54 - 58); and 

a list generation system adapted to receive at least one seed item (column 5, 
lines 25 - 27 and Figure 5), 

the list generation system analyzing descriptive metadata associated with the at 
least one seed item and the user items, and matching the at least one seed item to a 
subset of the user items (column 2, lines 37-45 and column 3, lines 30-41), the list 
generation system outputting a list corresponding to the subset of user items (column 2, 
lines 40-44). 

As to claim 2, the user data store resides cm a client computing 
system (column 4, lines 8-16). 

As to claim 3, the list generation system resides on the client computing system 
(column 4, lines 8 - 16). 

As to claim 4, the one or more list items are songs (column 4, lines 40 - 51 ). 
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As to claim 5, the songs are identifiable by at least one of an artist name, an 
album name and a track name (column 4, lines 40 - 50). 

As to claim 6, the descriptive metadata comprises information concerning at least 
one of a genre, a subgenre, a style, a mood, a vocal coding, a rhythm type and a 
rhythm description (column 4, lines 40 - 58). 

As to claim 7, the list corresponding to the subset of user items is a song playlist 
(column 3, lines 1 - 4 and column 4, lines 40 - 58). 

As to claim 8, the list items comprise at least one of movies, documents, books, 
music videos and sound recordings (column 4, lines 40 - 56 and column 5, lines 47 - 
51). 
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5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shahid Al Alam whose telephone number is (571) 272- 
4030. The examiner can normally be reached on Monday-Thursday 8:00 A.M.- 4:00 
P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John E. Breene can be reached on (571) 272-4107. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-2 1 7-91 97 (toll-free). 
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